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Dear Sir: 



The following reply is submitted to the Examiner's Answer. 



I. 



CLAIMS APPEALED 



The appealed claims are claims 1-8 grouped together; and claims 14-19, grouped 
together. 

II. REPLY TO EXAMINER'S ARGUMENTS 
A prima facie case of obviousness requires a showing that one skilled in the aft, 
without knowledge of the claimed invention, would have combined references to derive the 
claimed invention. In other words, to establish a prima facie case of obviousness in the 
instant application, the Examiner must show where the prior art contains the alleged 
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suggestion or motivation to modify Jackowski in view of Law so that Jackowski's tables are 
stored in the memory of a peripheral. 

Instead of showing where the prior art contains this alleged suggestion or motivation, 
the Examiner, with knowledge of the claimed invention, modifies Jackowski in view of Law 
based on the untenable conclusion that such a modification would "enhance the performance 
of the network communication system' 1 of Jackowski. 1 ' Examiner's Answer, 8. However, a 
mere unsupported conclusion that such a suggestion or motivation exists is not, by itself, 
sufficient to establish a prima facie case of obviousness. The Examiner refers to In re 
McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971), a case that the Examiner contends 
stands for the proposition that a § 103 combination is proper, "so long as it takes into account 
only knowledge which was within the level of ordinary skill at the time the claimed invention 
was made, and does not include knowledge gleaned only from the applicant's disclosure." 
Examiner's Answer, 8. It appears from this statement that the Examiner is ignoring the 
requirement to show where the prior art contains the alleged suggestion or motivation and is 
instead improperly relying on the alleged general level of skill in the art. Al-Site Corp. v. VSI 
Int'l, Inc., 50 USPQ2d. 1161,1171 (Fed. Cir. 1999) (holding " rarely, however, will the skill 
in the art component operate to supply missing knowledge or prior art to reach an obviousness 
judgment"). However, a prima facie case of obviousness requires more than just a piecewise 
combination of elements from multiple references based on the knowledge gleaned only from 
Applicant's disclosure and an unsupported allegation of a suggestion or motivation for the 
combination. 
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Thus, the § 103 rejections of claims 1-8 and 14-19 are improper and should be 
reversed. The Commissioner is authorized to charge any fees or credit any overpayment to 
Deposit Account No. 20-1504 (ITL.0149US). 





APPENDIX OF CLAIMS 

The claims on appeal are: 

1 . A method for use with a computer system, comprising: 

storing a table in a memory of a peripheral, the table including entries identifying 
different packet flows; 

receiving a packet; and 

using the table to associate the packet with one of the packet flows. 

2. The method of claim 1, wherein the packet indicates a header and the act of using 
the table comprises: 

parsing the packet to identify at least one characteristic of the packet; and 
comparing said at least one characteristic to the entries. 

3. The method of claim 1, wherein said at least one characteristic comprises: 
a port number being associated with an application. 

4. The method of claim 1, wherein said at least one characteristic comprises: 
a security attribute. 

5. The method of claim 1, further comprising: 

based on the association, selectively using hardware to process the packet. 

6. The method of claim 1, further comprising: 

based on the association, selectively executing software to process the packet. 

7. The method of claim 1, wherein the peripheral comprises: 
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a network controller. 

8. The method of claim 1 , further comprising: 
storing the packet in another memory of the peripheral. 

14. A computer system comprising: 
a system memory; 

a processor; and 

a peripheral comprising: 

a peripheral memory adapted to store a table including entries identifying 
different packet flows; 

a first interface adapted to receive a packet; 

a second interface adapted to communicate with the system memory; and 

a circuit adapted to: 

use the table to associate the packet with one of the packet flows, and 
based on the association, interact with the second interface to selectively 
transfer a portion of the packet to the system memory for processing by the processor. 

15. The computer system of claim 14, wherein the peripheral comprises: 
a network controller. 

16. The computer system of claim 14, wherein the packet indicates a header and the 
circuit is further adapted to: 

parse the packet to identify flow characteristics of the packet; and 

compare the characteristics to the entries to associate the packet with one of the packet 
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flows. 

17. The computer system of claim 14, wherein the characteristics comprise: 
a port number. 

18. The computer system of claim 14, wherein the characteristic comprise: 
a security attribute. 

19. The computer system of claim 14, further comprising: 

another memory coupled to the first interface and adapted to store the packet. 
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